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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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DETAILED ACTION 

Status of Application/Amendment/Claims 

Applicant's response filed 12/20/2005 has been considered. Rejections and/or objections 
not reiterated from the previous office action mailed 09/21/2005 are hereby withdrawn. The 
following rejections and/or objections are either newly applied or are reiterated and are the only 
rejections and/or objections presently applied to the instant application. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

With entry of the amendment filed on 12/20/2005, claims 8, 9, and 12-18 are pending in 
the application. 

Claims 16-18 are withdrawn from consideration as being directed to a non-elected 
invention because, as stated in the previous Office action filed 09/21/2005, applicant has 
received an action on the merits for the originally presented invention, claims 8, 9 and 12-15, and 
therefore this invention has been constructively elected by original presentation for prosecution 
on the merits. See37CFR 1.142(b) and MPEP § 821.03. 

Applicant traverses the restriction requirement and argues that because the subject matter 
of claims 8, 9 and 12-15 are drawn to the same genus as that recited in claims 16-18, there is no 
undue burden for the Office to search all of the pending claims in a single examination. 
Applicant further argues that the secondary structure of SEQ Id NO. 4 is the same as the 
secondary structure of tRNA as recited in claim 16 and therefore the tRNA are not different and 
distinct structures. 
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These arguments are not found persuasive for the following reasons: the inventions of 
group 1 and group II are unrelated because the newly submitted claims 16-18 are drawn to an 
RNA variant comprising specifically from 5' to 3 5 a tRNA sequence in which the last seven 
bases of the mature tRNA sequence are removed wherein the RNA variant further comprises a 
ribozyme or an antisense RNA attached to the 3' end of the linker sequence and the secondary 
structure of SEQ ID NO: 4 is not a limitation of the newly added claims. 

The requirement is still deemed proper and is therefore made FINAL . 

Response to Applicant's Arguments 

Claim Rejections - 35 USC § 112 

The rejection of record of claims 8, 9, and 12-15 under 35 (JSC. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention is maintained. 

Applicant's arguments filed 06/27/2005 have been fully considered but are not 
persuasive. Applicant argues claim 8 makes clear that the bulge structure is introduced in the 
region in which hydrogen bonds form between nucleotides 8 to 14 and nucleotides 73 to 79 and 
further Applicant argues it is clear that the secondary structure (1) is a reference structure which 
is then modified as indicated. 

On the contrary, it is not clear from claim 8, as recited, that the bulge structure is 
"introduced" into the "reference structure" shown in claim 8 because claim 8 is drawn to an 
RNA variant adopting the following secondary structure (1) wherein said RNA variant comprises 
a bulge structure. The claim language as recited does not refer to the structure depicted in claim 
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8 as a reference structure and further it is unclear what structure the instant claims are drawn to 
because the secondary structure (1) does not have a bulge structure introduced in the region in 
which hydrogen bonds form between nucleotides 8 to 14 and nucleotides 73 to 79. 

Moreover, as stated in the previous Office action, the structure (I) is depicted in instant 
claim 8, although the claim is drawn to a variant adopting such secondary structure. It is unclear 
whether the bulge is introduced into the secondary structure or into the variant adopting the 
secondary structure. It appears that applicant refers to both the structure depicted as (I) and a 
RNA variant that adopts such secondary structure as the RNA variant. Although applicant 
appears to be referring to the counting of nucleotides and introduction of a bulge into the 
secondary structure (I), the instant claim is drawn to such nucleotides and insertion of a bulge 
into an RNA variant that adopts the secondary structure (I) rather than into the secondary 
structure itself. 

Therefore, the rejection of record of claims 8, 9, and 12-15 under 35 U.S.C. 1 12, second 
paragraph, is maintained. 

The rejection of record of claims 8, 9, and 12-15 under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement is maintained. 

Applicant's arguments filed 06/27/2005 have been fully considered but are not 
persuasive. Applicant argues they have provided a core structure of tRN A having a secondary 
structure as depicted in claim 8 and further Applicants submit they have described a 
representative number of species that all share the secondary structure and therefore Applicants 
were in possession of the claimed invention. 
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As stated in the previous Office action, Applicant is claiming a genus of RNA variants 
wherein it is impossible to determine the secondary or tertiary structure from an undisclosed 
primary structure. The instant claims encompass any RNA variant that adopts the secondary 
structure (I), as recited in claim 8, wherein the RNA variant comprises a bulge structure 
introduced in any region because it is unclear where nucleotides 8 to 14 or 73 to 79 would be 
located since such a molecule is neither described or disclosed. 

Applicant argues a core sequence is not required because a written description 
requirement can be satisfied by the recitation of a structure. Applicant further points to a 
representative number of species of RNA variants that retain "an overall secondary structure (I)" 
and function to transport an RNA sequence to the cytoplasm, as recited in Figure 1 A-C. 
Applicant further points to Rz4 in Figure ID, as not adopting the instantly claimed secondary 
structure (I) and therefore does not function to transport the attached ribozyme into the 
cytoplasm. 

Applicant has not described what sequence would therefore adopt the secondary structure 
that would retain the function to transport RNA into the cytoplasm. Figure 1 discloses three out 
of four RNA variants that retain the desired function but it is not clear from the disclosure what 
core sequence of RNA variants would adopt the secondary structure as claimed and retain the 
claimed function and one of skill in the art would not recognize which sequence of nucleotides 
would form the instantly claimed secondary structure. Further Applicant has not adequately 
described what types of bulge structures, that when introduced into the RNA variant, would 
retain the instantly disclosed function of transporting RNA into the cytoplasm. As stated in the 
previous Office action, the bulge structure as instantly claimed encompasses anything from a 
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single mismatch to introduction of a large loop structure and one of ordinary skill in the art 
would not recognize what types of structures could be introduced into the regions as recited. 

Therefore, one of ordinary skill in the art would not be able to envision the genus of 
molecules instantly claimed and one would not recognize that Applicant was in possession of the 
claimed genus at the time the invention was made. 

Therefore, the rejection of record of claims 8, 9, and 12-15 under 35 U.S.C. 112, first 
paragraph, is maintained. 



Claim Rejections - 35 USC § 102 

The rejection of record of claim 8 under 35 U.S.C. 102(b) as being anticipated by Cohen 
et al. (US 5,607,842) is maintained. 

Applicant's arguments filed 06/27/2005 have been fully considered but are not 
persuasive. Applicant argues that because the RNA shown in Figure 4 of Cohen et al. does not 
include an introduced bulge, it does not disclose every element recited in claim 8 and therefore 
does not anticipate claim 8. 

As stated in the 35 U.S.C. 112, second paragraph above and in the previous Office action, 
it is unclear what is meant by a bulge structure because claim 8 recites a RNA variant adopting 
the following secondary structure (I) wherein said RNA variant comprises a bulge structure. 

Therefore, for purposes of search and examination, the claim is being interpreted as being 
drawn to an RNA variant adopting the secondary structure (I) and the rejection of record of claim 
8 under 35 U.S.C. 102(b) as being anticipated by Cohen et al. (US 5,607,842) is maintained. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kimberly Chong whose telephone number is 571-272-31 1 1. The 
examiner can normally be reached Monday thru Friday between 7-4 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Wang can be reached at 571-272-081 ] . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact the 
USPTO's Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number is 
(866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify applicants of the resolution of 
the problem within 5-7 business days. Applicants can also check PAIR to confirm that the 
problem has been corrected. The USPTO's Patent Electronic Business Center is a complete 
service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also 
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enables applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. 

For all other customer support, please call the USPTO Call Center (UCC) at 800-786- 

9199. 



Kimberly Chong 
Examiner 
Art Unit 1635 




